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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 06 September 2005 . 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1.3-11.13 and 14 is/are pending in the application. 

4a) Of the above claim(s) 1. 3-11. and 13 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 14 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. Applicants' arguments filed September 06, 2005 have been fully considered but they are 
not deemed to be persuasive. Rejections and/or objections not reiterated from previous office 
actions are hereby withdrawn. The following rejections and/or objections are either 
reiterated or newly applied. They constitute the complete set presently being applied to the 
instant application. 

2. The addition of claims 13 and 14, and the cancellation of claims 2 and 12 have been 
acknowledged. 

3. Newly submitted claim 13 is directed to an invention that is independent or distinct from 
the invention originally claimed for the following reasons: 

4. The claimed invention as originally presented does not require the limitation of 
"determining if the same element is present earlier in the target array. . ." as required by claim 
13, steps ii) and hi). It is noted that the preamble of claims 13 and 14 are similar; however, 
the critical active steps of claim 13 cause said claim to be distinct from the invention recited 
by claim 14, which is directed to the claimed invention as originally claimed. Therefore, the 
distinct critical features of claim 13 supports the undue search burden if said claim was 
examined together with the subject matter of claim 14. 

5. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim 13 has been withdrawn from consideration as 
being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

6. Claim 14 is examined on the merits. 



Application/Control Number: 09/737,190 
Art Unit: 2168 



Page 3 



LACK OF ENABLEMENT UNDER 35 U.S.C § 112, FIRST PARAGRAPH 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

8. Claim 14 is rejected under 35 U.S.C 1 12, first paragraph, because the specification, 
while being enabling for determining complementary strands of a DNA or an RNA molecule, 
does not reasonably provide enablement for determining the "an element in the target array 
that is a given complement to said first occurrence. . ." The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the invention commensurate in scope with these claims. 

9. Factors to be considered in determining whether a disclosure would require undue 
experimentation have been summarized in Ex parte Forman, 230 USPQ 546 (BPAI 1986) 
and reiterated by the Court of Appeals in In re Wands, 8 USPQ2d 1400 at 1404 (CAFC 
1988). The factors to be considered in determining whether undue experimentation is 
required include: (1) the quantity of experimentation necessary, (2) the amount or direction 
presented, (3) the presence or absence of working examples, (4) the nature of the invention, 
(5) the state of the prior art, (6) the relative skill of those in the art, (7) the predictability or 
unpredictability of the art, and (8) the breadth of the claims. The Board also stated that 
although the level of skill in molecular biology is high, the results of experiments in genetic 
engineering are unpredictable. While all of these factors are considered, a sufficient amount 
for a prima facie case is discussed below. 
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10. The instant rejection has been necessitated by the addition of new claim 14. 

1 1 . For example, Applicant exemplifies the claimed method for a gene sequence wherein 
"the A and T or the G and C of DNA complement each other. . ." (page 4). However, the 
claim is not limited to a gene sequence. Further, one of skill in the art would have attributed 
the customary and ordinary meaning of "a universal set, the set of all elements in the set that 
are not in a specified subset" to the term "complement." However, the claim does not define 
the specified subset. The specification does not provide clear guidance or working examples 
which would enable one of skill in the art to determine a "complement" when a specified 
subset has not been defined. A reasonable interpretation of claim 14 is that the element of 
the target array has an infinite number of complements because the specified subset has not 
been defined. Therefore, one of skill in the art would require undue experimentation to 
predictably practice the claimed method in regard to the limitation of "an element in the 
target array that is a given complement to said first occurrence. . ." 

RESPONSE TO ARGUMENTS 

12. Applicant argues claim 14 satisfies the enablement requirement of 35 U.S.C. 1 12, first 
paragraph. Applicant's argument is not persuasive as discussed above. 

CLAIM REJECTIONS - 35 USC § 101 

13. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

14. Claim 14 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory algorithm type subject matter. 

15. The instant rejection has been necessitated by claim amendments. 
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16. It is noted that the limitation of "array" has been reasonably construe as "a rectangular 
arrangement of quantities in rows and columns, as in a matrix" (dictionary.com). 

17. Claim 14 are rejected because the claimed subject matter is directed to a mathematical 
algorithm. The claimed invention as recited by claim 14 is nonstatutory because the claimed 
invention is specifically directed to the manipulation of a mathematical array. Therefore, the 
claimed invention being limited to an abstract idea such as a mathematical array is not 
patentable (MPEP § 2106 (IV)(B)(1)). 

RESPONSE TO ARGUMENT 

18. On page 13, Applicant argues that claim 14 "positively set forth a step of analyzing the 
structure of the target array," which is "a practical, tangible, and useful result, and is statutory 
subject matter within the meaning of 35 U.S.C. 101." Applicant's argument is not persuasive 
because the claimed invention is specifically directed to the manipulation of a mathematical 
array. For example, the claimed method consists solely of mathematical operations, i.e., 
converting one set of numbers into another set of numbers, does not manipulate appropriate 
subject matter and thus cannot constitute a statutory process. Therefore, the claimed 
invention as recited claim 14 does not result in "a practical, tangible, and useful result." 

CONCLUSION 

19. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

20. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
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after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee pursuant to 
37 CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

21. This application contains claims 1,3-11, and 13 drawn to an invention nonelected 
without traverse, filed February 10, 2003. A complete reply to the final rejection must 
include cancelation of nonelected claims or other appropriate action (37 CFR 1.144) See 
MPEP § 821.01. 

22. Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number 
is (866) 217-9197. When calling please have your application serial or patent number, the 
type of document you are having an image problem with, the number of pages and the 
specific nature of the problem. The Patent Electronic Business Center will notify applicants 
of the resolution of the problem within 5-7 business days. Applicants can also check PAIR to 
confirm that the problem has been corrected. The USPTO's Patent Electronic Business 
Center is a complete service center supporting all patent business on the Internet. The 
USPTO's PAIR system provides Internet-based access to patent application status and history 
information. It also enables applicants to view the scanned images of their own application 
file folder(s) as well as general patent information available to the public. 
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23. For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 
9199. The USPTO's official fax number is 571-272-8300. 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. The 
examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 

25. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Gaffin, can be reached on (571) 272-4146. /j I A /Iflyf/I 



C. Dune Ly 
Patent Examiner 
11/23/05 




